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DETAILED ACTION 
Notice to Applicant 

This communication is in response to tine communication filed 03/27/2009. 
Pending claim(s): 1,4, 6-7, 9-12, 15-23, 26-38. Cancelled claim(s): 2-3, 5, 8, 13-14, 24- 
25. Amended claim(s): 1,4, 6-7, 9, 12, 15, 17-21, 23, 26, 28-31, 34-38. 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
03/27/2009 has been entered. 

Response to Amendment 

On 08/13/2008, Applicant filed the following amendment: 
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Please replace paragraph [0012] of (he published application (ptpub.) with (he 
foilowing amended paragraph; 

[0012] Fig. 1 illustrates an architeclure hi which a system and metlicid fof au(omatic 

conditjoning of cjinicajiy ieiated biiling may o|wrate, iicconiing to an embodiment of the 
invemion, A system." or computer btviitcm- as iitiiiged herein, reter> to a con.fi[ffl«ation that 
includes all functional comjx^nents of a computer and its associated hardware. A baiilc 
microcomp uter ii y sitem includes a consoiie, or a aiyaitem unit, within one or more disk drives, a 
monitor, and a Iceyboard. Additional hardware, called peripherals, can include such devices as a 
printer, a modetn. and a mouse. As illustixited iti that figure, io embodiments a clinical event 102 

It appears that Applicant is requesting that the Pre-Grant Publication be 
amended. 

Because the PGPub is not part of the Official file, this amendment does not 
materially affect the specification in the Official file, and is immaterial to the merits of the 
instant pending application. 



Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification sliall contain a written description of tlie invention, and of tlie manner and process of 
malting and using it, in sucli full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 4, 7, 9, 12, 15-22, 27, 30, 34-35 are rejected under 35 U.S.C. 112, first 
paragraph. 



As per claim 4, this claim recites: 
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automatically scanning ancilkry cJintlcal data stores for th e siippomng 
dQcymeRtotiQo; 

The specification discloses (page 7 paragraph 0028): 

As used herein, "documentation" may refer broadly 
to my hard copy, eiectranic, optical or other report, data, file or other media or 
coalCiKt, in textual, numeric or other format, which temporarily or penuanently 
reflects or i^ordst information related to the delivery of clinical care. 

As provided for by the specification, Examiner interprets "documentation" to 
recite any data, including hard copy data. 

As recited in claim 4, the claim requires automatically searching for 
"documentation", including automatically searching for hard copy data. 

Accordingly, the specification, while being enabling for automatically searching 
computerized data, does not reasonably provide enablement for automatically 
searching hard copy data. The specification does not enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the 
invention commensurate in scope with these claims. 

Specifically, one of ordinary skill in the art would not know how to make and use 
the feature of automatically searching hardcopy data. 

As per claims 7, 9, 12, 15-22, 27, 30, 34-35, these claims are rejected for 
substantially the same rationale as applied to claim 4 above, and incorporated herein. 
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The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim(s) 4, 34, 38 is/are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

As per claim 34, this claim recites "wherein the computer software components 
further comprise". 

Parent claim 1 previously recited "a computer system .. . having a plurality of 
computer software components"; however, this recitation appears in the preamble. 

The recitation "a plurality of computer software components" has not been given 
patentable weight because the recitation occurs in the preamble. A preamble is 
generally not accorded any patentable weight where it merely recites the purpose of a 
process or the intended use of a structure, and where the body of the claim does not 
depend on the preamble for completeness but, instead, the process steps or structural 
limitations are able to stand alone. See In re Hirao, 535 F.2d 67, 190 USPQ 15 (CCPA 
1976) and Kropa v. Robie, 187 F.2d 150, 152, 88 USPQ 478, 481 (CCPA 1951). 

The limitation in claim 34 renders claim 34 indefinite because Examiner cannot 
determine if the preamble of claim 1 , namely the "plurality of computer software 
components", limit the scope of claim 1 because claim 34 further limits this feature. 
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For purposes of applying prior art, Examiner interprets the "plurality of computer 
software components" to be a structural limitation of the claimed system. 

All claims dependent thereon, namely claim 4, fail to remedy these deficiencies, 
and are rejected for at least the same rationale above, and incorporated herein. 

Claim 38 recites: 

wherein the compMafice template comprising necessary coijnpdses the c ritm^ 
qualifying the pireiiminary billifig item uMer the ar least one regulatory guideline. 

Examiner cannot ascertain the scope of the limitation "the compliance template 
comprising necessary comprises the criteria necessary for qualifying". 

For purposes of applying prior art. Examiner interprets this limitation to recite "the 
compliance template comprising criteria necessary for qualifying". 

Additional clarification is requested. 



35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, macliine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 



Claim(s) 1,4, 6-7, 9-12, 15-23, 26-38 is/are rejected under 35 U.S.C. 101 
because the claimed invention is directed to non-statutory subject matter. 



Claim Rejections - 35 USC § 101 
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As per claim 1, this claim recites a "system" comprising a "conditioning engine". 
The claim recites no further structural limitation of the claimed system. 
Applicant provides no definition for "engine". 

Merriam-Webster Online Dictionary defines "engine" as "computer software that 
performs a fundamental function especially of a larger program". 

When read in light of the specification and the level of ordinary skill in the art, 
Examiner interprets the claimed system of claim 1 to recite software perse. 

As such, claim 1 is found to be directed towards nonstatutory subject matter. 

All claims dependent thereon, namely claims 1 , 4, 6-7, 9-1 1 , 34, 37-38, fail to 
remedy these deficiencies, and are therefore rejected for at least the same rationale 
above, and incorporated herein. 

As per claim 12, based on Supreme Court precedent and recent Federal Circuit 
decisions, the Office's guidance to examiners is that a § 101 process must (1 ) be tied to 
a machine or (2) transform underlying subject matter (such as an article or materials) to 
a different state or thing. In re Bilski et al, 88 USPQ 2d 1385 CAFC (2008); Diamond v. 
Diehr, 450 U.S. 175, 184 (1981); Parker v. Rook, 437 U.S. 584, 588 n.9 (1978); 
Gottschalk v. Benson, 409 U.S. 63, 70 (1972); Cochrane v. Deener, 94 U.S. 780,787-88 
(1876). 
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An example of a method claim that would not qualify as a statutory process 
would be a claim that recited purely mental steps. Thus, to qualify as a statutory 
process, the claim should positively recite the particular machine to which it is tied, for 
example by identifying the apparatus that accomplishes the method steps, or positively 
recite the subject matter that is being transformed, for example by identifying the 
material that is being changed to a different state. 

Claim 12 recites a "method" comprising a plurality of method steps; however, 
none of the recited steps requires the particular of a statutory machine. As such, the 
claim fails the "machine" prong of the test. 

Additionally, the processing recited in claim 12, including generating a compliant 
bill and forwarding the bill to a third party, does not amount to a physical transformation 
because the claimed method steps amount to mere data transformation at best. As 
such, the claim fails the "transformation" prong of the test. 

Because the claim fails both prongs of the "machine or transformation" test, the 
claim is found to be directed towards nonstatutory subject matter. 

All claims dependent thereon, namely claims 15-22, 35, fail to remedy these 
deficiencies, and are therefore rejected for at least the same rationale above, and 
incorporated herein. 

As per claim 23, this claim recites "computer-readable storage media". 
The specification discloses (page 7 paragraph 0028): 
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As used hei-ein, "documenMtioB" may refer broacily 
to any hard copy, eiectronic, optical or other report, data, file or other media or 
content, in texjpal, numeric or other format, which temporariiy or penufmently 
reflects or records information related to the delivery of cUnicail care. 

Accordingly, tine specification provides any liard copy, electronic, optical or other 
report, data, and file as exemplary embodiments of "media". 

When read In light of the specification and the level of ordinary skill In the art, 
Examiner interprets "computer-readable storage media" to encompass nonstatutory 
embodiments as provided by the specification. 

Therefore, claim 23 encompasses nonstatutory embodiments, including software 
perse and other forms of media that are not considered to be a physical article of 
manufacture. 

All claims dependent thereon, namely claims 126-33, 36, fail to remedy these 
deficiencies, and are therefore rejected for at least the same rationale above, and 
incorporated herein. 

Additional clarification is requested. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claim(s) 1 , 6, 10-11 , 23, 26-29, 32-33, 36-38 is/are rejected under 35 
U.S.C. 102(e) as being anticipated by Fitzgerald (20030191667). 

As per claim 1 , Fitzgerald teaches a computer system (page 3 paragraph 0023) 
capable of processing (reads on "conditioning") patient claim data (reads on "clinically 
related billing items") (Abstract), wherein the computer contains thereon a plurality of 
software applications (reads on "computer software components") (page 3 paragraph 
0023), comprising: 

(a) software (reads on "a conditioning engine") (Figure 1-2) capable of: 

(i) retrieving (reads on "receiving") a patient claim billing record capable of 
being submitted for pre-processing by trial adjudicator software (reads on "preliminary 
billing item") (page 3 paragraph 0025) for a patient encounter with a healthcare provider 
concerning treatment of an injury (reads on "associated with a clinical event") (Figure 4); 

(ii) verifying the claim for accuracy (reads on "analyzing") before (reads on 
"a condition precedent to") the claim is submitted for payment (reads on "transmitting 
the billing item to a paying party") (page 2 paragraph 0021) by comparing the claim 
against a plurality of rules (reads on "comparison against a compliance template to 
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determine compliance tlierewitli", wlierein the rule is considered to be a "compliance 
template") (page 2 paragraph 0021). 
Claim 1 further recites: 

the pmiiminarv^ billing item generated from billafok items extracted from 
the cliiikal event, wherein the biHable items comprise insi^mnce coverage data 
md mformatmn supporting fbe billing of services or niatedals; 

As currently recited, the "preliminary billing item" has not been positively recited 
as a structural limitation of the claimed "system". Insofar as this limitation above is 
concerned, Examiner interprets this limitation to recite that the claimed "conditioning 
engine" is capable of receiving a preliminary item generated in any manner so long as 
the received preliminary billing item comprises "insurance coverage data and 
information support the billing of services or materials". 

In effect, as long as the prior art teaches a computer system capable of receiving 
a "preliminary billing item" comprising "insurance coverage data and information support 
the billing of services or materials", this teaching would fully anticipate the claimed 
limitation. 

In the interest of compact prosecution for Applicant, Examiner has applied art to 
features that are not actually part of the claimed system should Applicant properly 
amend the claimed system to encompass these features. 

Fitzgerald further teaches: 
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(b) the computer system is capable of receiving a claim comprising insurance 
data and billed medical services (reads on "information supporting the billing of services 
or materials") (Figure 4). 

Claim 1 further recites: 

the curjpliarce template hr -thM iucludt'^ criiena c onHLHired i rn ac<:<,M\1anc<:* 
w^4-k -based on the pjcluusrau iMH'-ig 3t.'r \ a kJ at k\i^? nne }eij!.»iutoi y ,',^uid<:'hue 
a'ld coiJior.H'^ data ItokK . %\hKr c<^resp.>iid to each f^t die ci teiia. K-^prw.Uvi:'!). 
tlml ^ecut;d in;u{cta^^^ ^^yi^'-jn ihe cineiis tItaK when 

satisfied, cjualify the preliminary billing item under the at least one regiikfory 
guideline. 

The "compliance template" has not been positively recited as a structural 
limitation of the claimed system. 

Insofar as the "compliance template" is concerned, Examiner interprets this 
limitation as a data structure capable of being used by the claimed "conditioning 
engine"; however, the "compliance template" itself is not considered to be part of the 
claimed system. 

Additionally, none of the features recited above actually require the use of the 
claimed "conditioning engine". Therefore, these limitations do not limit the scope of the 
claim. 

Insofar as the features of the "compliance template" is concerned, as long as the 
prior art teaches a data structure capable of being used by a computer to compare 
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against claim data to determine compliance, this teaching would fully anticipate the 
claimed feature. 

In the interest of compact prosecution for Applicant, Examiner has applied art to 
features that are not actually part of the claimed system should Applicant properly 
amend the claimed system to encompass these features. 

Fitzgerald further teaches: 

(c) the rules to be applied are selected based on: 

(i) the claim, e.g. selecting the applicable rule based on the intended payor 
of the claim (page 3 paragraph 0026); 

(ii) Medicare guidelines (reads on "at least one regulatory guideline") 
(page 5 paragraph 0036); 

(ill) wherein the rules comprise data represent payor requirements and 
Medicare guidelines (reads on "data fields, which correspond to each of the criteria") 
that must be satisfied according to Medicare guidelines (page 5 paragraph 0036-0037); 

(d) wherein the computer system is capable of, after the claim is evaluated for 
accuracy (reads on "upon determining that the billing item complies"), clearing error 
codes (reads on "dismissing restrictions from elements In the system that prevent the 
system from configuring the conditioning engine to transmit the preliminary billing Item 
to the paying party") (page 6 paragraph 0039) and submitting the claim for payment 
(page 2 paragraph 0021). 
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As per claim 6, Fitzgerald teaches holding a claim (reads on "holds queue") if the 
claim data is not in compliance with the rules (reads on "an exception") (page 5 
paragraph 0037, Figure 5) if the claim is missing the insured's last name (Figure 10 
label 609). 

As per claim 10, Fitzgerald teaches storing the rules In a rules warehouse (reads 
on a "compliance database") (Figure 2 label 78). 

As per claim 1 1 , Fitzgerald teaches that the rules database is capable of being 
continuously updated (page 2 paragraph 0019). 

As per the set of claim(s): 23, this set of claim is rejected for substantially the 
same rationale as applied to the rejection of the set of claim(s): 1, respectively, and 
Incorporated herein. 

As per claim 26, Fitzgerald teaches using the rules to check for missing claim 
data (Figure 10). 

As per claim 27, Fitzgerald teaches using patient data (reads on "a patient chart") 
(Figure 10). 

Insofar as the remainder of the claim is concerned, the applied art need not teach 
these limitations in view of the optional limitations recited therein. 
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As per the set of claim(s): 28, this set of claim is rejected for substantially the 
same rationale as applied to the rejection of the set of claim(s): 6, respectively, and 
incorporated herein. 

As per claim 29, Fitzgerald teaches correcting the claim and resubmitting the 
claim (reads on "while the exception remains in the holds queue") (page 7 paragraph 
0047 and throughout). 

As per the set of claim(s): 32, 33, this set of claim is rejected for substantially the 
same rationale as applied to the rejection of the set of claim(s): 10, 11, respectively, and 
incorporated herein. 

As per claim 36, Fitzgerald teaches healthcare compliance rules mandated by 
regulators comprising diagnosis codes, CCI requirements, APGs, DRGs (reads on 
"affirming data elements") (page 3 paragraph 0026). 

As per claim 37, Fitzgerald teaches associating a rule with an event, wherein the 
event specifies that new claim data is available for processing (reads on "extracting the 
billable items from a clinical data store") (page 5 paragraph 0033). 
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As per the set of clainn(s): 38, this set of claim is rejected for substantially the 
same rationale as applied to the rejection of the set of claim(s): 1, respectively, and 
incorporated herein. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary sl<ill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claim(s) 4, 7, 9, 12, 15-22, 30-31, 34-35 is/are rejected under 35 U.S.C. 103(a) 

as being unpatentable over Fitzgerald in view of Barber (4858121). 



As per claim 34, Fitzgerald teaches that a claim is missing the insured's last 
name (Figure 10 label 609). Fitzgerald further teaches returning the claim to the 
submitter for correction (page 6 paragraph 0039-0040). 
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Fitzgerald does not teach "affirming data elements that provide a record of 
services delivered with respect to the clinical event in the form of supporting 
documentation, which is absent from the preliminary billing item". 

According to Fitzgerald, the insured's identification data, e.g. last name, is 
missing from the claim. 

Barber teaches using stored patient identification data to complete claims 
(column 5 line 50-55). 

At the time the invention was made, it would have been obvious to one of 
ordinary skill in the art to include the teachings of Barber within the embodiment of 
Fitzgerald with the motivation of eliminating entry of patient identification data each time 
the data is needed (Barber; column 5 line 54-55). 

As per the set of claim(s): 4, this set of claim Is rejected for substantially the 
same rationale as applied to the rejection of the set of claim(s): 34, respectively, and 
incorporated herein. 

In particular, Fitzgerald teaches correcting errors in the claim, including updated 
the missing patient identification data, and resubmitting the claim for processing (page 6 
paragraph 0039-0040). 

As per the set of claim(s): 7, this set of claim is rejected for substantially the 
same rationale as applied to the rejection of the set of claim(s): 34, respectively, and 
incorporated herein. 
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Examiner interprets retrieving patient identification data from the system, as 
tauglit by Barber, to be "automatically retrieving" because the retrieval is computer- 
implemented. 

As per claim 9, Fitzgerald teaches amending the claim if necessary (reads on 
"while in the holds queue") before submitting the claim for payment (page 6 paragraph 
0042). Fitzgerald further teaches that upon determination of an exception condition, the 
system is capable of scheduling manual intervention or providing an alert (page 4 
paragraph 0029). 

As per claim 12, Fitzgerald teaches a method (page 7 paragraph 0049) capable 
of processing (reads on "conditioning") patient claim data (reads on "clinically related 
billing items") (Abstract), comprising: 

(a) retrieving (reads on "receiving") a patient claim billing record capable of being 
submitted for pre-processing by trial adjudicator software (reads on "preliminary billing 
item") (page 3 paragraph 0025) for a patient encounter with a healthcare provider 
concerning treatment of an injury (reads on "associated with a clinical event") (Figure 4). 

Claim 12 further recites: 

wherein: the preliminary billing item h generated from biliEble items extracted 
from rnecUiiscal event : 
The method claim previously recited "receiving a preliminary billing item". 
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Examiner, relying on Ex parte Pfeiffer^35 USPQ 31 (BPAI 961), maintains that 
"to be entitled to weight in method claims, recited structural limitations must affect the 
method in a manipulative sense and not amount to mere claiming of a use of a 
particular structure." 

Accordingly, the manner in which the "preliminary billing item" was generated 
does not materially affect the scope of the method claim provided the "preliminary billing 
item" as taught by the art is capable of: a) being received, and b) being associated with 
a clinical event. 

Because the generating step has not been positively recited as part of the 
claimed method, and the effects of the generating step does not materially affect the 
scope of the claim, this limitation does not limit the scope of the claim. 

In the interest of compact prosecution for Applicant, Examiner has applied art to 
features that are not actually part of the claimed system should Applicant properly 
amend the claimed system to encompass these features. 

Fitzgerald teaches: 

(b) receiving a claim comprising insurance data and billed medical services 
(reads on "generated from billable items extracted from the clinical event") (Figure 4); 

(c) verifying the claim for accuracy (reads on "analyzing") before (reads on "a 
condition precedent to") the claim is submitted for payment (reads on "transmitting the 
billing item to a paying party") (page 2 paragraph 0021) by comparing the claim against 
a plurality of rules comprising a Medicare guideline (page 2 paragraph 0021 , page 5 
paragraph 0036); 



Application/Control Number: 10/750,322 Page 20 

Art Unit: 3626 

(d) comparing tlie claim against a plurality of rules comprising a Medicare 
guideline (page 2 paragraph 0021, page 5 paragraph 0036), comprising: 

(a) selecting the rules to be applied based on: 

(i) the claim, e.g. selecting the applicable rule based on the 
intended payor of the claim (page 3 paragraph 0026); 

(ii) Medicare guidelines (reads on "at least one regulatory 
guideline") (page 5 paragraph 0036); 

(b) determining that the insured's last name is missing (Figure 10 label 
609) (reads on "some of the criteria remains unsatisfied upon comparison"). 

Fitzgerald does not teach "automatically scanning ancillary clinical data stores for 
the supporting documentation". 

Barber teaches using stored patient identification data to complete claims 
(column 5 line 50-55). 

At the time the invention was made, it would have been obvious to one of 
ordinary skill in the art to include the teachings of Barber within the embodiment of 
Fitzgerald with the motivation of eliminating entry of patient identification data each time 
the data is needed (Barber; column 5 line 54-55). 

Fitzgerald further teaches: 

(c) after the claim is evaluated for accuracy and errors are corrected, 
clearing error codes (page 6 paragraph 0039) and submitting the claim for payment 
(page 2 paragraph 0021) (Examiner considers the corrected insured's last name to be 
"annotations" because the insured's last name was not part of the original claim). 
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As per claim 15, Fitzgerald teaches using the rules to check for missing claim 
data (Figure 10). 

As per claim 16, Fitzgerald teaches using patient data (reads on "a patient chart") 
(Figure 10). 

Insofar as the remainder of the claim is concerned, the applied art need not teach 
these limitations in view of the optional limitations recited therein. 

As per the set of claim(s): 17, this set of claim Is rejected for substantially the 
same rationale as applied to the rejection of the set of claim(s): 6, respectively, and 
incorporated herein. 

As per claim 18, Fitzgerald teaches that the rules are updated from external rule 
sources (page 4 paragraph 0028). Fitzgerald further teaches applying new rules to 
claims (page 4 paragraph 0028-0029). 

At the time the Invention was made, it would have been obvious to one of 
ordinary skill In the art to apply a new set of rules within the embodiment of Fitzgerald 
and Barber with the motivation of applying the most current version of the rules. 
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As per the set of claim(s): 1 9, 20, 21 , 22, 30, 31 , this set of claim is rejected for 
substantially the same rationale as applied to the rejection of the set of claim(s): 4, 4, 
10, 11, 4, 4, respectively, and incorporated herein. 

As per claim 35, Fitzgerald teaches healthcare compliance rules mandated by 
regulators comprising diagnosis codes, CCI requirements, APGs, DRGs (reads on 
"affirming data elements") (page 3 paragraph 0026). 

Response to Arguments 

Applicant's arguments filed 03/25/2009 have been fully considered but they are 
not persuasive. 

As per claim 1 , on page 14 Applicant asserts: 
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A,s ret-omnu'tided bs {h( I ^ - jil i j <. 1 ' x! 2 ii^ tin ot\K 

Action thi cOiTsplumtt. tt-iip^te ss posttueh <<i. tct ^tjut vi tin. <.la imd n i-spuiu M.sttm 
PujNtwnl <»» tbi»« Ktomirn'mLilKin the dnHndoil ciam\ J n?u(e-> a toirptitei svst<.m LOiipfi->nig 
ih< ctuTip uiiKt" tMjipLit thif M V. > ^( i tin tin nuUn fiut'\ >/</? 

ond at It fn/ on(-> n'^utitnn-\ {;uidt iin' umi 1 1 tnp> i\t \ dnia h^tds vthtCT cottcspond to uf tho 
cnteffa, respectnds. fetotd m]ormanm ihnt sahsiies the rntena \%herem the (.rrtcia 
whu Natishod q\ialif\ tJ' pKhmnnan hdhn*^ (toot »()<.(. i the al ic^^t one jogihtotv guidi" tjv 
(emphasis added), this wa)' . the compliance template is claimed as a structural element, where 
(he compliance iemplate is r^tjtmxjd to have criteria aiid coirespondirtg data fields tiuit based 
on (a) (he preiimiiiary billing item, and (b) at least one regulatory guideline. Further, as clait^ed, 
the compliance tanplate mmt inchide criteria (e.g., criteria t>f compliance template 122 of FIG, 2 
that SEicludes physician refefTai, physician orders, etc.) that is dynamicaily selected based on, in 
pait, attributes of the pMimiflary billittg item. 

Applicant's amendment failed to positively recite the "compliance template" as 
part of the claimed "system". See the section above for a discussion of this limitation. 



On page 15 Applicant further argues: 
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The Fitzgerajd reference does not disclose a process for <iete?TOming compliance 
of a preliminary billing item that includes comparing tlie preHmiiiary billing jiem against a 
compliance template that has the features of (a) criteria configured based on the preliniinaty 
biiliiig item sn4 at least one regulacory guideline, ar-d ( b) data fields, which co?TS!ipo;Ki to each of 
the criteria, respectively, that record information that satisfies the criteria. ln.s{ead, Fitzgerald 
evaluates claim data — related to provision of healthcare — for accniacy by using rules to validate 
the claim data for processing paymesit.'' These rules are derived fn.)m a repository and may he 
cojitifvuovtsly updated and maintained," Ftiither, these rules may contain one or more tests to 
identify a true condition and initiate a first set of actions or a false condition and initiate a secosid 
set of actions.' However, these rales are not compai-able to the poshively claimed stnicture of 
the compliance template. Moreover, the rules are not selected ba^&d on both (n) the pteiimijiary 
foiiitng itctTt aiKi (b) at least one regulatory guideline, but generally derived fmm a Repository, ass 
discvtssed above. As such, for at least this reason, the Fitzgerald refeixsnce does not teach each 
and every element of the indepetident claims L 12, and 23. 

First, this argument is not applicable to claim 1 because claim 1 recites a 
"system". 

Second, in response to applicant's argument that the references fail to show 
certain features of applicant's invention, it is noted that the features upon which 
applicant relies (i.e., a compliance template comprising criteria based on the billing item 
and a regulatory guideline, and data fields for each criteria) are not recited in the 
rejected claim(s). Although the claims are interpreted in light of the specification, 
limitations from the specification are not read into the claims. See In re Van Geuns, 988 
F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 
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Thirds, assuming arguendo thai limitation flows inherently therefrom, Fitzgerald 
teaches: 

(c) the rules to be applied are selected based on: 

(i) the claim, e.g. selecting the applicable rule based on the intended payor 
of the claim (page 3 paragraph 0026); 

(II) Medicare guidelines (reads on "at least one regulatory guideline") 
(page 5 paragraph 0036); 

(iii) wherein the rules comprise data represent payor requirements and 
Medicare guidelines (reads on "data fields, which correspond to each of the criteria") 
that must be satisfied according to Medicare guidelines (page 5 paragraph 0036-0037). 
Therefore, the applied art fully anticipate the argued features. 

As per Applicant's arguments directed towards claim 23, similar rationale above 
applies. 

Applicant's arguments with respect to claims 12, 34, 4 on page 16-18 have been 
considered but are moot in view of the new ground(s) of rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tran (Ken) N. Nguyen whose telephone number is 571- 
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270-1310. The examiner can normally be reached on Monday - Friday, 9:00 am - 5:00 
pm Eastern. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, C. Luke Gilligan can be reached on 571-272-6770. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more Information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
IT. N./ 

Examiner, Art Unit 3626 
06/05/2009 

/C. Luke Gilligan/ 

Supervisory Patent Examiner, Art Unit 3626 



